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THE REPLY FILED 28 February 2006 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1. S The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 

this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or 
(3) a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the 
following time periods: 

a) S The period for reply expires 3_months from the mailing date of the final rejection. 

b) CD The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In no 

event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 

MONTHS OF THE FINAL REJECTION. See MPEP 706.07(0- 
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1 .136(a) and the appropriate extension fee have 
been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee under 37 
CFR 1 .17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as set forth in (b) 
above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
NOTICE OF APPEAL 

2. EH The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date 

of filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. 
Since a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 
AMENDMENTS 

3. □ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) \Z\ They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) IZI They raise the issue of new matter (see NOTE below); 

(c) D They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) O They present additional claims without canceling a corresponding number of finally rejected claims. 
_ NOTE: . (See 37 CFR 1.116 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling 

the non-allowable claim(s). 

7. □ For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary 
and was not earlier presented. See 37 CFR 1.116(e). 

9. S The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

11. □ The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 

13. S Other: See Continuation Sheet . 
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(CCPA 1966*). Also, in interference practice, conception, reasonable diligence, and 
reduction to practice require corroboration, whereas averments made in a 37 CFR 1.131 
affidavit or declaration do not require corroboration; an applicant may stand on his or her 
own affidavit or declaration if he or she so elects. Ex parte Hook, 102 USPQ 130 (Bd. 
App. 1953). 

Form paragraph 7.59 or 7.63 (both reproduced in MPEP § 715) may be used where 
ingyffident evidence is inclu ded in a 37 CFR 1.131 affidavit. 
/7T5.07(a) Diligence ] 

Where conception occurs prior to the date of the reference, but reduction to practice is 
afterward, it is not enough merely to allege that applicant or patent owner had been 
diligent Ex parte Hunter, 1889 CD. 218, 49 O.G 733 (Comm'r Pat 1889). Rather, 
applicant must show evidence of facts establishing diligence. 

In determining the sufficiency of a 3 7 CFR 1.131 affidavit or declaration, diligence need 
not be considered unless conception of the invention prior to the effective date is clearly 
established, since diligence comes into question only after prior conception is established. 
Ex parte Kantor, 177 USPQ 455 (Bd. App. 1958). 

What is meant by diligence is brought out in Christie v. Seybold, 1 893 CD. 51 5, 64 
O.G. 1 650 (6th Cir. 1 893). In patent law, an inventor is either diligent at a given time or 
he is not diligent; there are no degrees of diligence. An applicant may be diligent within the 
meaning of the patent law when he or she is doing nothing, if his or her lack of activity is 
excused. Note, however, that the record must set forth an explanation or excuse for the 
inactivity; the USPTO or courts will not speculate on possible explanations for delay or 
inactivity. See/« re Nelson, 420 F.2d 1079, 164 USPQ 458 (CCPA 1970). Diligence 
must be judged on the basis of the particular facts in each case. See MPEP § 2 1 3 8 . 06 for 
a detailed discussion of the diligence requirement for proving prior inventioa 
Under 3 7 CFR 1 . 1 3 1 , the critical period in which diligence must be shown begins just 
prior to the effective date of the reference or activity and ends with the date of a 
reduction to practice, either actual or constructive (ie., filing a United States patent 
application). Note, therefore, that onfy diligence before reduction to practice is a material 
consideratioa The 'lapse of time between the completion or reduction to practice of an 
invention and the filing of an application thereon" is not relevant to an affidavit or 
declaration under 3 7 CFR 1 . 1 3 1 . See Ex parte Men, 75 USPQ 296 (Bd. App. 1 947). 
Form paragraph 7.62 (reproduced in MPEP § 715) may be used to respond to a 37 
CFR 1.131 affidavit where diligence is lacking. 
715.07(b) Interference Testimony Sometimes Used 

In place of an affidavit or declaration the testimony of the applicant in an interference may 
be sometimes used to antedate a reference in lieu of 37 CFR 1.131 affidavit or 
declaration. 

The part of the testimony to form the basis of priority over the reference should be 
pointed out. Ex parte Bowyer, 1939 CD. 5, 42 USPQ 526 (Comm'r Pat. 1939). 
715.07(c) Acts Relied Upon Must Have Been Carried Out in This Country or 
a NAFTA or WTO Member Country 

35 U.S.C 104. Invention Made Abroad. 
(a) IN GENERAL — 

(1) PROCEEDINGS. — In proceedings in the Patent and Trademark Office, in the courts, and 
before any other competent authority, an applicant for a patent, or a patentee, may not establish a 
date of invention by reference to knowledge or use thereof, or other activity with respect thereto, in 
a foreign country other than a NAFTA country or a WTO member country, except as provided in 
sections 119 and 365 of this title. 

(2) RIGHTS. — If an invention was made by a person, civil or military — 

(A) while domiciled in the United States, and serving in any other country in connection 
with operations by or on behalf of the United States, 

(B) while domiciled in a NAFTA country and serving in another country in connection 
with operations by or on behalf of that NAFTA country, or 



